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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
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Status 

1)^ Responsive to communication(s) filed on 23 October 2006 . 
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3) n Since, this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Draw/ing Review (PTO-948) Paper No(s)/Mail Date. , 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice. of Infomrial Patent Application (PTO-152) 

Paper No(s)/Mait Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20061229 



Application/Control Number: 09/742,190 Page 2 

Art Unit: 2614 

FINAL DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention, 

2. Regarding claim 13, the word "means" is preceded by the word(s) "wireless network 
interface" in an attempt to use a "means" clause to recite a claim element as a means for 
performing a specified function. However, since no function is specified by the word(s) 
preceding "means," it is impossible to determine the equivalents of the element, as required by 
35 U.S.C. 1 12, sixth paragraph. See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject rhatter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 2, 5-8, 10, 12-14, and 23-25, 27, and 29 are rejected under 35 U.S.C, 103(a) as 
being unpatentable over U.S. Patent No. 6,263,201 by Hashimoto et al in view of Gerszberg. 

Regarding claim 1, Hashimoto discloses a communication device (e.g. PC; Fig. 1:51a- 
5 If; col. 4, lines 34-57) including a messaging user interface (Figs. 7-11), the interface being 
configured for: 

selecting a component for inclusion in a message (Fig. 11; col. 9, lines 16-60), 

location conditions under which the message may be opened by a device of a recipient (col. 8, 

line 65 - col. 9, line 15; col. 9, lines 37-44; col. 10, lines 20-67; col. 1 1, lines 27-36; Fig. 10), 
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and storing said message together with a message header holding the location conditions under 
which the message may be opened by the device of the recipient in a memory of a device (Fig. 
12; col. 9, line 61 - col. 10, line 2; Figs. 15a and 15b). 

Hashimoto clearly discloses storing said component in a database (Fig. 1, 16). However, 
Hashimoto does not disclose storing said component in the communication device. 

Gerszberg discloses a communication device (Fig. 5; Fig. 1: 10, 130; col. 3, lines 1 1-16) 
including a messaging user interface (Fig. 5), 
the interface being configured for: 

selecting a component (e.g. object) for inclusion in a message (col. 8, line 7 - col. 9, line 16; col- 
li, lines 39-57), 

selecting at least one of time and date conditions under which the message may be opened by a 
device of a recipient (e.g. caller) (col. 6, lines 42-57; col. 9, lines 17-30; col. 10, line 33 - col. 11, 
line 4) and 

storing said component as a message together at least one of time and date conditions under 
which the message may be opened by the device of the recipient in the communication device 
(Fig. 3B, 173; col. 6, lines 38-41; col. 8, lines 7-12; col. 11, lines 39-57). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the communication device of Hashimoto to include storing said component 
r in the communication device as taught by Gerszberg. One of ordinary skill in the art would have 
been lead to make such a modification to store the message locally on the communication device 
to provide a copy of the message that is sent to the recipient. 
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Regarding claim 2, a device as claimed in claim 1, wherein Hashimoto further discloses 
in which the message header further contains information descriptive of content of the message 
(Fig. 12; col. 9, line 61 - col. 10, line 2). 

Regarding claim 5, a device as claimed in claim 1 mentioned above, wherein Gerszberg 
further discloses the message includes a plurality of components and associated presentation 
files (col. 8, line 7 - col. 10, line 5). 

Regarding claim 6, a device as claimed in claim 1 mentioned above, wherein 
Gerszberg further discloses in which at least one component is a multimedia file (col. 8, line 7 - 
col. 10, line 5). 

Regarding claim 7, a device as claimed in claim 1 mentioned above, wherein 
Gerszberg further discloses the device is configured for creating a presentation file associated 
with said component, said file being stored with said message (col. 8, line 7 - col. 10, line 5; col. 
11, lines 39-57). 

Regarding claim 8, a device as claimed in claim 7 mentioned above, wherein 
Gerszberg further discloses the presentation file contains parameters relating a size and position 
of a component comprising a video image (col. 8, lines 7-53). 

Regarding claim 10, a device as claimed in claim 7 mentioned above, wherein 
Gerszberg further discloses the presentation file contains parameters relating to a color and font 
of a component inherently comprising a text string (col. 8, lines 7-53). 

Regarding claim 12, a device as claimed in claim 1 mentioned above, wherein 
Hashimoto further discloses the device is configured for formatting the message as an email (Fig. 
13; col. 9, line 61 - co. 10, line 2; col. 10, lines 5-19). 
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Regarding claim 13, a device as claimed claim 1 mentioned above, wherein 
Gerszberg further discloses including wireless network interface means (col. 4, lines 35-48; col. 
4, line 58 -col. 5, line 18). 

Regarding claim 14, a device as claimed in claim 1, wherein Gerszberg further discloses 
the device is a radio telephone (e.g. a videophone that uses a radio frequency interface) (col. 4, 
lines 35-44; col. 4, line 58 - col. 5, line 18; col. 5, lines 24-30). 

Regarding claim 23, Hashimoto discloses a method comprising: 
selecting a component for inclusion in a message (Figs. 7-11) at a communications device, (e.g. 
PC; Fig. 1 : 5 1 a-5 1 f) (col 4, lines 34-57; col. 9, lines 1 6-60); 

selecting location conditions under which the message may be opened by a device of a recipient 
(col. 8, line 65 - col. 9, line 15; col. 9, lines 37-44; col. 10, lines 20-67; col. 11, lines 27-36; Fig, 
10); and 

storing said component as a message together with a message header holding the location 
conditions under which the message may be opened by the device of the recipient in a memory 
of a device (Fig. 12; col. 9, line 61 - col. 10, line 2; Figs, 15a and 15b). 

Hashimoto clearly discloses storing said component in a database (Fig. 1, 16). However, 
Hashimoto does not disclose storing said component in the communication device. 

Gerszberg discloses a communication device (Fig. 5; Fig. 1: 10, 130; col. 3, lines 1 1-16) 
including 

a messaging user interface (Fig. 5), 

the interface including means for selecting a component (e.g. object) for inclusion in a message 
(col. 8, line 7 - col. 9, line 1 6; col. 1 1 , lines 39-57), 
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means for selecting at least one of time and date conditions under which the message may be 
opened by a device (e.g. videophone-enabled telephone) of a recipient (e.g. caller) (col. 6, lines 
42-57; col. 9, lines 17-30; col. 10, line 33 - col. 11, line 4) and 

means for storing said component as a message together at least one of time and date conditions 
under which the message may be opened by the device of the recipient in the communication 
device (Fig. 3B, 173; col. 6, lines 38-41; col. 8, lines 7-12; col. 1 1, lines 39-57). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Hashimoto to include storing said component in the 
communication device as taught by Gerszberg. One of ordinary skill in the art would have been 
lead to make such a modification to store the message locally on the communication device to 
provide a copy of the message that is sent to the recipient. 

Regarding claim 24, the method of claim 23, wherein 
Gerszberg further discloses creating a presentation file associated with said component, said file 
being stored with said message (col. 8, line 7 - col. 10, line 5; col. 11, lines 39-57). 

Regarding claim 25, the method of claim 24, wherein 
Gerszberg further discloses creating the presentation file comprises creating a file including 
parameters relating a size and position of a component comprising a video image (col. 8, lines 7- 
53). 

Regarding claim 27, the method of claim 24, wherein Gerszberg further discloses 
creating the presentation file comprises creating a file including parameters relating to a color 
and font of a component inherently comprising a text string (col. 8, lines 7-53). 

Regarding claim 29, the method of claim 23, wherein 
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Hashimoto further discloses formatting the message as an email (Fig. 13; col. 9, line 61 - co. 10, 
line 2; col. 10, lines 5-19). 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hashimoto in view 
of Gerszberg as applied to claim 7, and in further view of Jennings. 

Regarding claim 9, a device as claimed in claim 7 mentioned above, wherein 
Gerszberg further discloses the presentation file contains a component comprising an audio 
recording (col. 8, lines 33-49). 

Hashimoto in view of Gerszberg do not disclose parameters relating to a volume of an 
audio recording. 

Jennings discloses a communication device (Fig. 1, 106) including a messaging user 
interface, the interface configured for selecting a component for inclusion in a message, selecting 
conditions under which the message may be opened by a device of a recipient (col. 1, lines 32- 
39; col. 2, lines 36-40; col. 4, lines 5-10; col. 4, line 53 - col. 5, line 14) and storing said 
component as a message together with a message header in a memory of the communication 
device (see Abstract; col. 2, line 65 - col. 3, line 36). Wherein Jennings further discloses the 
presentation file contains parameters relating to a volume of a component comprising an audio 
recording (col. 1, lines 1 1-30; col. 4, line 48 - col. 5, line 34). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the communication device of Hashimoto in view of Gerszberg to include 
parameters relating to a volume of an audio recording as taught by Jennings. One of ordinary 
skill in the art would have been lead to make such a modification to allow a sender to modify or 
adjust the volume of the audio recording before sending it to a recipient. 
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6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hashimoto in 
view of Gerszberg as applied to claim 1, and in further view of Jennings. 

Regarding claim 1 1 , a device as claimed in claim 1 mentioned above, wherein 
Hashimoto in view of Gerszberg do not disclose the device is configured for formatting the 
message as an attachment to a short text message. 

Jennings discloses a communication device (Fig. 1, 106) including a messaging user 
interface, the interface configured for selecting a component for inclusion in a message, selecting 
conditions under which the message may be opened by a device of a recipient (col. 1, lines 32- 
39; col. 2, lines 36-40; col. 4, lines 5-10; col. 4, line 53 - col. 5, line 14) and storing said 
component as a message together with a message header in a memory of the communication 
device (see Abstract; col. 2, line 65 - col. 3, line 36). Wherein Jennings further discloses means 
for formatting the message as an attachment to a short text message (see Abstract; col. 5, lines 
35-55). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the communication device of Hashimoto in view of Gerszberg to include 
means for formatting the message as an attachment to a short text message as taught by Jennings. 
One of ordinary skill in the art would have been lead to make such a modification to allow a 
sender to attach the message to a short text message. 

7. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hashimoto in 
view of Gerszberg as applied to claim 26, and in further view of Jennings. 

Regarding claim 26, the method of claim 24, wherein 
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Gerszberg further discloses creating the presentation file comprises creating a file including a 
component comprising an audio recording (col. 8, lines 33-49). 

Hashimoto in view of Gerszberg do not disclose parameters relating to a volume of an 
audio recording. 

Jennings discloses a communication device (Fig. 1, 106) including a messaging user 
interface, the interface configured for selecting a component for inclusion in a message, selecting 
conditions under which the message may be opened by a device of a recipient (col. 1, lines 32- 
39; col. 2, lines 36-40; col. 4, lines 5-10; col. 4, line 53 - col. 5, line 14) and storing said 
component as a message together with a message header in a memory of the communication - 
device (see Abstract; col. 2, line 65 - col. 3, line 36). Wherein Jennings further discloses the 
creating the presentation file comprises creating a file including parameters relating to a volume 
of a component comprising an audio recording (col. 1, lines 1 1-30; col. 4, line 48 - col. 5, line 
34). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Hashimoto in view of Gerszberg to include parameters 
relating to a volume of an audio recording as taught by Jennings. One of ordinary skill in the art 
would have been lead to make such a modification to allow a sender to modify or adjust the 
volume of the audio recording before sending it to a recipient. 

8. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hashimoto in 
view of Gerszberg as applied to claim 23, and in further view of Jennings. 

Regarding claim 28, the method of claim 23, wherein Hashimoto in view of Gerszberg do 
not disclose formatting the message as an attachment to a short text message. 



Application/Control Number: 09/742, 1 90 Page 1 0 

Art Unit: 2614 

Jennings discloses a communication device (Fig. 1, 106) including a messaging user 
interface, the interface configured for selecting a component for inclusion in a message, selecting 
conditions under which the message may be opened by a device of a recipient (col. 1, lines 32- 
39; col. 2, lines 36-40; col. 4, lines 5-10; col. 4, line 53 - col. 5, line 14) and storing said 
component as a message together with a message header in a memory of the communication 
device (see Abstract; col. 2, line 65 - col. 3, line 36). Wherein Jermings further discloses means 
for formatting the message as an attachment to a short text message (see Abstract; col. 5, lines 
35-55). 

It would have been obvious to one of ordinary skill in the art at the time the invention - 
was made to modify the method of Hashimoto in view of Gerszberg to include means for 
formatting the message as an attachment to a short text message as taught by Jennings. One of 
ordinary skill in the art would have been lead to make such a modification to allow a sender to 
attach the message to a short text message. 

Response to A rguments 

9. Applicant's arguments with respect to claims 1 , 2, 5-14, and 23-29 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated firom the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the date of this 
final action. 

11. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892 Form. 

12. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 

13. Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsucciessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 
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14. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Ih 

December 29, 2006 



